Reply to Non-Final Office Action of June l r 2006 Docket Nor. (M45-03S2PUS1 

Application No,: 10/534, 798 

REMARKS 

Upon emr> of the instant amendment, claims 1-11 will remain pending in the above 
identified appneadors and stand ready for further action on the merits, 

in ! > i ! v since the same find suppo* i e original > filed 

I > ju ^ s : > » 5 "> > page 5 lines I an ^ )ag nes21-23 

Accordingly, entry of the instant amendment is respectful!) requested a* present as is a 

v " I ' '! „ J 11 ^ 1 L 

Claim Rejections ~ 55 U$C§ 102(b) ami 35 USC§ 103(a) 

v __ i u Uu mat t i s 1 - N > 

being anticipated bj NagaS ef ah US '859 (US 4,069,859). 

Cl aims 3 i ec -d under die provisions of 35 USC § 103(a) as being 

anticipated by Nagai et aL US '859 in view of Brown et al. US \f 66 (US 4,981,166). 

Ret -see i on am * thdraM of each of these two rejections is respectfully requested 
inn J v <d. a > \\ ^ ji 5 side do is 

v g >. - ' v gam?' 

"A claim is anticipated only if each and every clement as set forth in the claim is found, 
eithe \pmo-d i < t vd n ng r v ^ .te'c c . n\u a /» v. 

• o,'^ . ,„ (M . 4 St I t 2. OS,&Jt,2lSPQ2t ^ ^'Uj x s Wei 
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a claim covers several struc u ss or compositions eithei gene? cal x cm as a o m ives, the :laim 
is deemed anticipated if any of the structures or compositions within the scope of the claim is 
known in the prior art." Brown v. 3M, 265 F3d 1349, 1351, 60 USPQ2d 1375, 1376 (Fed. Cir. 
2001) "The identical invention must be shown in as complete detail as is contained in the ... 
claim" Richardson v Suzuki Motor Co.. 868 F.2d 1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 

1. v km n ;oav he m i required h\ tK ekum. -*ut thk 5S not t n><s< > v 
< > s tes \x y of terminology is not required. In re Bond, 910 R2d 831 s 15 USPQ2d 

1566 (Fed. Cir. 1990). 

i^y Si ' < H'hsn.s, 

To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there mast be s« sgestion or m N c eithei 5 n the refers es ( >~ . ^ ves or in the 

knowledh'A s.n n , asadu Ms. to one of ordinary skill in the art, to .modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. Finally, 
the - v <~ erences when combined) must teach or suggest all the claim 

limitations. 

si or s iggcsiion to make the , < s 

- v i ■> t v.s t i I > h he feand in the prios <. ^ \ •> i\ t ^ >. .< < 

, i '.^ r .:J kv . fi k S^Q2d 1438 (Fed. Cir. 1991 }. 

, _ ^ <■ m e, ^ i ! c s . u a mo is o h v m >~ \ k e < : ' t, * _ o 
he lines ic pi o\ ! t n s % s 
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skill in the art" In re Routfet, 149 F3d 1350, 1357, 47TJSPQ2d 1453, 1457-58 (Fed. Or. 1998) 
(The combination of the references taught every element of the claimed invention, however 
without a motivation to combine, a rejection based on a p>,»n> jU w cu-e of o"wus was held 
improper.;. The level ,n skd ;r tic „■,:; caim..- iv icIilO 1 s- v \ « --.sggcm-T. to 

combine references. /2/-^m C>p. v. VSI Int'i Inc., 174 F.3d 1308, 50 USPQ2d Li 6! (Fed. Or. 
1999). 

s ol the Patent Office ca-e <<>r <.>^ ^ 
instance, it is necessary to ascertain whether or not the reference teachings would appear to be 
sufficient for one of ordinary skill in the relevant art having the reference before him to make the 
proposed substitution, combination, or other modification" In re Linier, 458 F.2d 1013, 1016, 
173 USPQ 560, 562 (CCPA 1972). 

~W \ v > v. i 5 u 0\ u ! tPt 5 Xlt n. v ' »> > L 

prior ait to produce the claimed invention where there is some teaching, suggestion, or 
» * \u v s t . 0k c\plic» 0! nrsplstnb u t c v'emi ^ \iv es > *\ 
aiowk:dgi m y i hie to one o ordioar) ski! in the i fhe test to ui implicit 
show ng - 

it jtv v v \ ■> - <0 > e ^ ekl u^i - v i i 

the art." > re fern, 2l7F.3d 1365, 1370. 55 uSPQ2u 1313, 1317 (Fed. Or. 2000). See also /« 
re ice, 277 E3d 1338, 1342-44, 61 USPQ2d 1430, 1433-34 (Fed. Cir. 2002) (discussing the 
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the motivation to combine references); lu re Fine^ 837 F.2d 1071, 5 USPQ24 1596 (Fed. Cir. 
1988); in re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 

' < j<- < t < 9. 

As indicated above, claim 1 as instantl> amended hereii recites as follows 

,4 pari for easting comprising base paper for paper tubing and containing an 

into a fuhe. the inorganic fiber being carbon fiber whose content is 1 to 40 parts 

by weighl and da; iota! weigh: of the organic fiber, the carbon fiber, and the 
< a temphasis added) 

In the cited primary reference of Nagai et al. US '859, there is s disclosure or suggestion 
» ^ . v n an amount of 1 to 40 parts by weight. As a result, it is submitted 

that the cited Nagai et ah US '859 reference is incapable of anticipating or rendering obvious 
instantly pending claim 1, or any of remaining pending claims 24 1 that -ultimately depend .from 
claim i. This eonclus < n is based on the fact that the cited primary reference of Nagai et ah US 
\ i ^ >e in <at i s (. i i < 

\ oneo ord mars Lul In the -urovc.a .5 > 1 uvemion as 

claimed. 

Additionally, concerning claim 9, die paper tube recited therein is a spiral -wound paper 
tube, whereas the paper tube of Nagai et ai US '859 is a flat-wound one. As a result, it is clear 
\ S ! 859 is incapab 5 ! > 

pending claim 9. 
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In the secondary cited reference of Brown US * 166, too, there is no disclosure or 
suggestion of any use of a carbon fiber in an amount of I to 40 parts by weight. Therefore, the 
secondary c ed refer* e of Brow; US' 66 does not cure i g not t es in the vary 
cried reference of Nagai et al. US 'S59, and thus its combination with Nagai el a!. US '859 is 
i* >aK >m< , o 1 ^ .vf.s e«*iiet o ocoetrg claims 3 or 8. or am- oJ c? wining pending 
„ i < <. > " kLpc, , vhi claim since tic i\ I >>< > a tn < ^< uk o.s 

,vii i e^ ,v <Om ^ ^uri i r \> < 10 >e\ .1 1 - c N 

Should also be patentable. Any contentions of the USPTO to the contrary are respectfully 



CONCLUSION 

Based on the amendments and remarks presented, herein, the Examiner is respectfully 
vanoe „ leailv mdicanr \u v. c 
v owed ■, ate &bh under title 35 of the United States Code. 
Should there be any outstanding matters that need to be resolved in the present 
pi Ml v. N v v ' ^ ivt » -■ U ' 1 u^ct John A b ^ x v - N X M ! 

at the telephone number below, to conduct an interview j - an e rt to ex >edi s p.s sedition in 
connecik esc 'pt x k 1 1 
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to charge payment or credit any overpayment to Deposit Account No, 02-2448 for any additional 



fees required under 37.C.F.R. §§ ! .16 or 1 . 14; particularly, extension of time fees. 



Dated: September 29, 2006 



Respectfully submitted.. 



IWB/jwb: 




Registration No 32,881 
BIRCH, STEWART, KOLASCH & BIRCH, LLP 
8110 Gatehouse M 
Suite 100 East 
P.O. Box 747 

Balls Church, Virginia 22040-0747 
(703) 205*8000 
Attorney for Applicant 
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